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FI NAL DECI SI ON UNDER 37 CFR § 1.658(a)

This is a final decision in Interference No. 103, 891.
The junior party inventors are Richard T. Flanders, Marvin |
Berman, Stacey L. Ishman, Mary L. Lenens, Neal A. Siegel,

Ki nberly A Snyder, Vincent A Varitek, and Stephen W Wrobec.
They are the inventors of application S.N 08/292,157 filed on
August 17, 1994. The Flanders et al. real party in interest is
Abbott Laboratories. The senior party inventors are David R
Moor man, David J. Ledden, David D. Wbster, and Brian A Heald. ?
The invol ved senior party patent is U S. Patent No. 5, 356, 782

i ssued Cctober 18, 1994. The filing date is Septenber 3, 1992.
The Moorman real party in interest is Roche Diagnhostics

Cor por ati on.

The clainmed invention is directed to a test strip for
carrying out an analytical assay in a clinical setting. The test
strip is provided wth both a negative control and a positive
control. A negative control is a control signal which will never
give a signal whether the substance tested for, the analyte, iIs

present or not. The positive control tells the user the device

is functional. The positive control should give a signal to the
® Henceforth, the parties will be referred to in the
singular, i.e., Flanders and Mborman.
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user any tine the strip is used whether the analyte is present or
not. Thus, the invention conprises a test strip with a negative
control, a test zone where the analyte of interest is tested for,
and a positive control. The count corresponds exactly to the
Moorman patent claim 1 and reads as foll ows:

Count 1

An apparatus for determ ning an analyte of interest in
a liquid sanple conprising an absorptive material and having a
plurality of zones in the direction of fluid flow, wherein:

(i) a first negative control zone of said absorptive
mat erial contains an inmobilized reactant which does not bind to
said analyte of interest;

(i1) a second anal ytical zone of said absorptive
material contains an i mobilized reactant which specifically
binds to said anal yte of interest; and

(ii1) athird positive control zone of said absorptive
mat erial contains both (a) an imobilized reactant which specifi-
cally binds to said analyte of interest, and (b) a portion of the
analyte of interest in solubilizible form wherein said portion
of the analyte is solubilized when contacted with the liquid
sanpl e and reacts with the immobilized reactant of said third
zone.

The clainms of the parties that correspond to the count are:
Fl anders: Cainms 1-13
Moor man: Cainms 1-30
The specific enbodi ment di sclosed by both parties is a

test strip for testing for Streptococcus pyogenes. MX-1, ¢ 2.°

* The Mborman record and exhibits will be abbreviated
MR and MX- followed by the appropriate page or item nunber.
(continued...)
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The anal yte of interest is a nolecule known as "G oup A Strepto-
coccal carbohydrate." Therefore, in the record, the nolecule is

called “Strep Goup A" “GAS-CHO'® or “GAS.” MX-1, ¢ 2.

Backgr ound

The interference was declared on June 5, 1997 with
Fl anders as junior party. Both parties filed notions for judg-
ment agai nst their opponent under 37 CFR 8§ 1.633(a) alleging
unpatentability based on what is terned “Concept S.” Concept S
was a presentation nmade by Fl anders' assignee’s narketing depart-
ment on July 6, 1989. Both notions were di sm ssed w thout
prejudice to being renewed. The notions were renewed by both
parties, and a decision on the renewed notions was deferred to
this final hearing.

Fl anders also filed a notion under 37 CFR § 1.634 to
correct the inventorship of its involved application.

Both parties filed records. Flanders filed an opening
brief and a reply brief. Morman filed an opening brief. Both

parties were represented by counsel at an oral hearing.

*(...continued)
Li kewi se, the Flanders record and exhibits are abbreviated FR and
FX-, respectively.

®> Group A Streptococcal Carbohydrate.

4



I nterference No. 103, 891

| ssues

The follow ng i ssues have been raised by the parties in
their briefs:
a) the status of Concept S as prior art under either 35 U S. C
88 102(a) or 102(b);
b) the patentability of the clains of both parties over Concept S
if it is determned to be prior art;
c) the Flanders notion under 37 CFR 8 1.634 to correct inventor-
shi p;
d) the parties' respective cases for priority of invention;
raised in Flanders’ reply brief:
e) whether the enbodinent relied on for Moorman’s priority proof
is wthin the scope of the count;
rai sed subsequent to Flanders’ reply brief:
f) the Moorman notion to strike portions of Flanders’ reply brief
or inthe alternative permt filing of a Mborman surreply brief;
and:

g) certain papers filed after oral hearing.

Moorman’s Motion to Strike Portions of Flanders’ Reply Brief
Subsequent to the filing of Flanders' reply brief for

final hearing, Morman filed a notion to strike portions of
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Flanders’ reply brief or in the alternative permt filing of a
Moorman surreply brief. Flanders filed an opposition to these

al ternative notions, and Mborman filed a reply. Moorman specifi -
cally requests that sections Il through VI of Flanders’ reply
brief be stricken. Mornman states that these sections contain an
extensive attack on Mbornman's conception and reduction to prac-
tice including an analysis of Mdorman’s evidence. W agree as to
what they contain.

Moorman first argues that Flanders’ failure to cross-
exam ne raises a presunption that the testinony is accurate.
However, Moorman m sapprehends the nature of Flanders' attack.

Fl anders’ argunent is that even if all of Mornman's testinony
is true, Moorman still has not established a necessary factual
basis for conception or reduction to practice. Flanders is
under no obligation to patch up holes in Mormn's case by
Cross- exam nati on.

Next, Mbornman argues that Flanders’ brief should be
stricken, since Flanders should have attacked Mborman’s priority
case in Flanders’ opening brief. For this prem se, Morman cites
37 CFR 8 1.656(b)(6) and particularly the case of Suh v. Hoefle,
23 USPQ2d 1321, 1323 (Bd. Pat. App. & Int. 1991). In Suh, the
Board had held that the junior party should have raised the issue

that the senior party's case for priority was defective for
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hearsay in the junior party s opening brief. The difficulty with
such a holding is that the junior party nust rebut the senior
party’s priority case even before it is known what the senior
party is relying on to prove priority of invention.

Accordingly, when the interference rules were anended
in 1995, the commentary interpreted 37 CFR §8 1.656(b)(6) to
nodi fy the holding in Suh. Specifically, the cormentary states
that current rule 37 CFR 8 1.656(b)(6) “does not expressly
require and was not intended to inply, that the opening brief of
the junior party nust address the evidence of any other party
With respect to the issue of priority or any other issue.”

1173 Of. Gaz. Pat. & Trademark O fice 60 (Apr. 11, 1995);

60 Fed. Reg. 14516 (Mar. 17, 1995). Thus, the precise issue we
are faced with in this interference was contenpl ated when the
rul es were anmended in 1995.

Therefore, the notion to strike a portion of the
Fl anders reply brief is DEN ED.

The notion to file a surreply brief is not specifically
provided for in the rules. However, the sanme comentary to the
rul e change we quot ed above indicates that if the junior party’s
reply brief is believed to include a new argunent in response to
the case-in-chief of the senior party as presented in the senior

party’s main brief, the senior party may nove for |leave to file a
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reply to the junior party' s reply brief. See Id. Presumbly,
the coomentator is of the view that these senior party replies
should be liberally admtted. As discussed bel ow, Morman' s
surreply is a conbination of rearguing and filling holes in his
priority case-in-chief along with an actual response to the
junior party’'s new argunent. W would be fully justified in
denying consideration to the entire surreply. Nonetheless, in
the interest of justice, we will admt the portions of Mormn’'s
surreply brief which we consider are directed to the specific
argunent nmade in the Flanders reply. The notion for |eave to
file a surreply brief and have it considered at final hearing
IS GRANTED- | N- PART as i ndi cated bel ow.

Moorman’s surreply brief is of two separate parts
interm xed together. |In one part, Morman reargues his priority

case.® This portion of the surreply is conpletely unacceptabl e,

® As some exanpl es of how the surreply brief reargues
Moorman’s priority case: Morman's main brief does not apply
Moorman’s proofs to the terns of the count. Mornman’s sole
di scussi on or explanation of how the record supports the count
is the first paragraph of page 5 of his main brief. It does not
mention the alleged reductions to practice of Novenber 11 or
Novenber 21, 1988 which are discussed for the first tinme on
page 4 of the surreply. Exhibits 9-13 are not discussed in the
main brief, but they are relied on to prove priority in the
surreply. Morman’s surreply relies extensively on MX3 as a
reduction to practice. W do not believe MX3 is even nentioned
in the Moorman main brief.
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i nasmuch as Moorman nust argue his priority case in his main
brief. In the second part, Mormn responds specifically to the
argunent of Fl anders respecti ng whet her Moorman has shown a
reduction to practice of that portion of the count that requires
the analyte of interest in solulizible formto be part of the
positive control. As to the first part, it is entitled to no
consi deration, whatsoever. For exanple, we will not consider the
wor k done in Novenber argued at pages 4-7 of the surreply and
thereafter. This material is part of Mdorman’s case-in-chi ef

and nust be in the main brief to be entitled to consideration.
Additionally, any argunent directed to the equival ence of
Moorman’ s case-in-chief and Fl anders’ case-in-chief was ripe for
argunent in Moorman’s main brief and is not entitled to consider-
ation when presented in a surreply. This applies to section C

of the surreply found on pages 7-10. Furthernore, on page 13,
Moorman offers a count construction. Morman did not construe
the count in his main brief. This material wll not be consid-
ered. As to the other part of the surreply, we will review these
speci fic argunments of Morman when we consider Moorman’s priority

case.
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Papers Filed After Oral Hearing

Notw t hstanding 37 CFR §8 1.654(d), the parties have
filed the follow ng papers after final hearing: Letter of
Correction filed by Morman; Flanders’ Response to the Letter
of Correction; and Moorman Reply to the Flanders Response. The
original Morman Letter purports to correct an inpression that
Moorman al | eges was given to the Panel when party Fl anders
di stri buted explanatory materials during oral hearing.

None of the papers filed after final hearing is
entitled to consideration under the rules. They have not been
considered. This interference has been decided on the briefs.

The oral argunent is held only for the parties to
enphasi ze points made in a brief. Rosenblumv. Hiroshim,

220 USPQ 383 (Commir. Pats. & Trademarks 1983) ( The purpose of
oral argunent at final hearing is to enphasize and clarify
witten argunent in the brief.) Conpare In re Chiddix, 209 USPQ
78, 79 (Commir. Pats. & Trademarks 1980). Explanatory materials
presented to the Board at any hearing are not evidence used in

deci di ng the case.

Concept S
As argued in both main briefs, the parties are now

in agreenent that the Concept S marketing presentation is prior

10
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art under 35 U.S.C. § 102(a) and not § 102(b). " Both parties
further agree that if the Concept S presentation were prior art
under § 102(b) it would be a bar to patentability of either
side's clainms.® Notwithstanding the agreenment of the parties as
to the applicability of 8§ 102(a) and not 8§ 102(b), patentability
under bot h paragraphs of 8 102 has been rai sed and devel oped in
the record. It is our duty to consider both issues. As our
reviewi ng court stated in Perkins v. Kwon, 886 F.2d 325, 328-29,
12 UsSP@d 1308, 1311 (Fed. Cir. 1989):

The Board, by resolving both priority and

patentability when these questions are fully

presented, settles not only the rights be-

tween the parties but also rights of concern

to the public. The public interest in the

benefits of a patent systemis best net by

procedures that resolve admnistratively

questions affecting patent validity that

arise before the PTO To do otherwise is

contrary to the PTOs mission to grant pre-

sunptively valid patents, 35 U S.C. § 282,

and thus disserves the public interest.

The followi ng are our findings of fact with respect to
the Concept S alleged prior art. Sonetime prior to July 1989,

Abbott Laboratories, Flanders’ assignee, retained Lawence

" Fl anders' brief at 13. Morman brief at 9.

8 The Concept S presentation dated July 6, 1989 is nore than
a year before either party's filing date.

11
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Hammond to conduct marketing research with respect to prospective
products. FR1-2. Hanmond was an i ndependent marketing special -
ist. On July 6, 1989, Hammond held a marketing study at the
facilities of National Data in Northfield, Illinois. FR2. The
mar keting study presented two prospective products, in detail, to
the attendees. Their reactions to the products were surveyed.
The attendees were nurses and nedi cal technicians, the target
users of the prospective products. FR2. The attendees were
under no obligations of confidentiality. FR2. Hamond provi ded
a summary of the presentation, and it is of record as FX-1. FR2.
Audi o and video recordings of the study were also made. FX-1

at 3.

Exhibit FX-1 is Hanmond's sunmary of the nmarketing
presentation, and it is discussed in detail by Flanders’ expert
Dr. Salvati. 1In the presentation made to the attendees of the
mar keting study were two types of chromatographic assays. FX-1.
These assays test for the presence of Streptococcus pyogenes,
commonly called strep. FR5, § 3. The two assay devices were
call ed Concept N and Concept S. FR2, 1 5. Concept Sis the
al l eged prior art.

Concept S is portrayed on the two pages after page 17

of FX-1. On the first page, the contents of a Concept S kit are

12
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shown. These include a swab, an extraction tube--where reagent

and speci nen m xi ng occurs, three nunbered reagents, and a

reaction disc. The reaction disc is generally square and has a

sanpl e wi ndow i n which the specinen-reagent mx is placed.

Taking up a najor portion of the disc’s surface is the area

containing the various w ndows of the test. 1In the central

portion of the disc there is a results window. To the right of

this window are two small er wi ndows one above the other. The top

small windowis the positive control w ndow, the | ower small

w ndow i s the negative control wi ndow. Diagonally across from

t he sanmpl e wi ndow where the specinen is introduced, in the other

corner of the disc, is the end of assay wi ndow. The procedure

for use of the Concept S kit is shown on the next page of FX-1.
The | ast page of FX-1 is a description of how the

Concept S test results would be interpreted. Sinply put, if an

i ndi cation appears in the upper small w ndow beside the results

wi ndow but not in the |lower small w ndow beside the results

w ndow, the test was performed accurately, whether the test

results are indicated as positive or negative. |If two indica-

tions appear in both small w ndows, the test is falsely positive.

If no indications appear in the two small w ndows, the test is a

13
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fal se negative one. These three pages constitute the entirety of
the Concept S shown to the attendees at the marketing study.
Anticipation is a question of fact.  averbel Societe
Anonyne v. Northlake Mtg. & Supply, 45 F.3d 1550, 1554, 33
UsPQ2d 1496, 1498 (Fed. GCir. 1995). W are in agreenent with
the parties that the clained subject matter of the parties was
not in public use based on the Concept S presentation. As such
no device conformng to the clained invention had been con-
structed or was in existence to use at the tine of the presenta-
tion. Nor was the clained subject natter on sale. The noving
parties have proved neither an offer for sale or that the clained
subject matter was reduced to practice or ready for patenting.
See Pfaff v. Wells Elecs., Inc., 525 U S. 55, 67-68, 48 USPQRd
1641, 1646-47 (1998) ("First, the product nust be the subject of
a comercial offer for sale" and “the invention itself nust also
have been "ready for patenting” at the tinme of the offer or
sale--e.g., the invention nust have been reduced to practice or
enbodied in "draw ngs or other descriptions . . . that [are]
sufficiently specific to enable a person skilled in the art to
practice the invention."). Accordingly, we concur with the
parties that Concept Sis, at nost, prior art under 35 U S. C
§ 102(a).

14
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Additionally, an anticipatory reference nmust be en-
abling, see Akzo N.V. v. United States Int'l Trade Conmi n, 808
F.2d 1471, 1479, 1 USPQ2d 1241, 1245 (Fed. Cr. 1986), cert.
denied, 482 U. S. 909 (1987), so as to place one of ordinary skill
i n possession of the clainmed invention. In re Spada, 911 F.2d
705, 708, 15 USPQ2d 1655, 1657 (Fed. Cr. 1990). Thus for either
party to prevail on the notion of unpatentability they nust show
that Concept S was an enabling disclosure of the clained subject
matter. This they have not done. |In fact, Dr. Salvati does not
di scuss whet her the Concept S disclosure would have enabl ed one
of ordinary skill to practice the invention w thout undue
experinmentation. Actually, Dr. Salvati does not nention undue
experinmentation. This reason alone is enough to deny the notion
for unpatentability.

Furthernore, during cross-examnation, Dr. Salvati
confirmed that the presentation included no discussion of re-
agents, locations of reagents, or what they may or may not have
been. No explanations of principles [of operation] were pre-
sented to those intervi ened.

Fl anders admts, when arguing in a different context,
that a particular type of positive control is needed to satisfy

the count. Flanders’ reply brief at 5. Flanders further admts

15
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that there are several ways to inplenment a positive control. | d.
We note nothing in the Concept S presentation that states that
the analyte of interest, in solubilizible form is placed on the
test strip for a positive control. W further note the concl u-
sion of Dr. Salvati in the | ast sentence of paragraph 9 of his
declaration at FR7. Dr. Salvati states that the positive contro
one woul d use on the device of the marketing sunmary woul d have
been a control wth an “on board” reactant. This is a conclusory
statenment not supported by any facts stated by Dr. Sal vati.
Consequently, it is difficult to see how Concept S can be an
enabl i ng di sclosure as required by the jurisprudence.

Qur finding with respect to Concept S is that although
there was public knowl edge of a test strip in July 1989, that
know edge woul d not have enabl ed one of ordinary skill to make
and use the invention. The presentation of Concept S was not a
ref erence under 88 102(a), (b), or 103 with respect to the
cl ai med subject matter. The 37 CFR §8 1.633(a) notions for
j udgnent based on unpatentability with respect to Concept S

are DEN ED.

Fl anders' Case for Priority of Invention
As the junior party in an interference between

co- pendi ng applications, junior party Flanders bears the burden

16
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of proving priority by a preponderance of the evidence. See
Cooper v. Goldfarb, 154 F.3d 1321, 1326, 47 USPQd 1896, 1900
(Fed. Cir. 1998)(quoting Scott v. Finney, 34 F.3d 1058, 1061
32 USPQ2d 1115, 1117 (Fed. Cir. 1994)). Priority, conception,
and reduction to practice are questions of |aw which are based on
subsi diary factual findings. Cooper at 1327, 47 USPQ2d at 1901.
Fl anders’ case of priority is bottonmed on an actual reduction to
practice. In order to establish an actual reduction to practice,
the inventors nust prove that: (1)they constructed an enbodi nent
or perfornmed a process that net all the limtations of the
interference count; and (2) they determ ned that the invention
woul d work for its intended purpose. Id.

The follow ng are our factual findings respecting
Fl anders’ case for priority. Beginning in about June 1988,
Dr. Varitek commenced work on an assay test strip with a positive
and negative control. FR135. FX-19 at 61 shows a sketch of a
test strip. The sketch was made by Dr. Varitek on June 1, 1988.
The sketch shows a strip, the top portion of which is divided
longitudinally, with two colums—the left columm marked PC and
the right colum marked NC. About two-thirds of the way down the
stripis across. Belowthe sketch of the strip is a table that

shows t he possible conbinations of readings. Finally, belowthe

17
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table is a witten explanation of what the results in the table
represent. The disclosed test strip does not have the various
test zones arrayed in the flow order as required by the count.
In Novenber 1988, Dr. Varitek and his | aboratory
assistant Ms. Laurie Watts nee Powers® commenced experiments on
an assay test strip they called “Strep Strip Pack.” FR13; FR31;
FR137. Ms. Watts describes the test strip as it was descri bed
to her in T 4 of her declaration. This description includes the
idea that the test “zones would be positioned on the strip such
that the flow of applied fluid would pass though [sic, through]
each zone by capillary action.” FR14. Al though no contenpora-
neous drawi ng describes the test strip, Watts provides the

necessary corroboration. ™ Thus, we credit Flanders with a

° Hereinafter, Ms. WAtts.

1 The date in the first line of § 4 of Ms. Watts' decl ara-
tion at FR14 should read Novenmber 9, 1988 not 1989. This was
corrected during cross-exam nation at FR 31

' Moorman argues that there is no contenporaneous draw ng
of the conception. In the interference Lustig v. Legat, 154 F.2d
680, 682, 69 USPQ 345, 348 (CCPA 1946), Lustig argued that the
Board inproperly awarded priority to Legat upon a record nost of
whi ch consi sted of oral testinony and which was adduced a nunber
of years after the events were alleged to have happened. Lustig
further conpl ained of a |lack of sufficient docunmentary evidence,
particularly records kept by corporations such as that of Legat's
assignee relating to shop drawi ngs, tinme cards, etc.

In Lustig, 154 F.2d at 682, 69 USPQ at 348, the court

hel d:

(continued...)

18
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conception of the subject matter of the count on Novenber 11,
1988. *

From Novenber 9, 1988, work began on reducing the strep
strip pack invention to practice. FX-17 is Ms. Watts’ notebook
of the work she perforned in reducing the invention to practi ce.
In Ms. Watts’ declaration from FR15-18, Ms. Watts describes her
activities and experinents by date. In our view, this anmounts
to reasonably continuous activity.

On Decenber 22, 1988, Ms. Watts perforned experinents

wWth a test strip according to the count of the interference.

H(...continued)

It is too well settled in patent law to require
ext ended di scussion or citation of authority in support
t hereof that one may prove his priority of invention by
oral testinony alone. It is true the courts scrutinize
such testinony with care because of the possibility of
fraud, m stake or bad nenory bringi ng about i nproper
results, but no court, to our know edge, has ever held
that one cannot establish priority by oral proof, and
it very often occurs that priority is established in a
nost convincing way by oral proof, particularly where
there is lack of inconsistency in the testinmony of the
w t nesses and where there are related facts shown in
the record, as are shown in the instant one, corrobo-
rating such testinony. Mreover, Legat's instant
record contains considerabl e docunentary evi dence which
supports and strengthens and gi ves convi nci ng character
to the testinony of Legat and his w tnesses.

Accord Sands v. Bonazoli, 223 USPQ 450, 451 (Bd. Pat. Int.
1983).

2 Party Flanders is restricted by its prelimnary statenent
to a conception date no earlier than Novenber 11, 1988.

19
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At the top of page 84 of FX-17, a schenmatic test strip is shown.
On the left side is a spot of APS antigen and further up is an
i mobi |l i zed anti body. This forns the positive zone within the
scope of the count. To the right, is one spot of negative rabbit
g for the negative zone, and bel ow both positive and negative
zones is a jetted stripe of test zone. FR19. Based on this
evidence, we credit Flanders with a corroborated reduction to
practice on Decenber 22, 1988. Corroboration is furnished by
Ms. Watts, a non-inventor.

Finally, we note the statenent in Morman's brief that
Moor man has no issue with Flanders’ reduction to practice on

Decenber 22, 1988. Mborman brief at 8-9.

Moorman Priority Case

The follow ng are our findings of fact with respect to
Moorman’s priority case. Starting in |late 1987, Mornman began
work on an on board control test strip device for nedical diag-
nosi s purposes. M. Specifically, he worked on a strip to
detect G oup A Streptococcal carbohydrate, a nolecule indicative
of a streptococcal infection in humans. 1d.; M16-17. Moornman
supervi sed two assistants—Lisa Terrett and Dilip Pandya. MR2;

MR3, § 6. In early April 1988, Mornman comruni cated a test strip

20
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concept to Lisa Terrett. MR, T 4. As described in § 4 of
Moorman’ s decl aration, the strip has one zone to react to the
specific analyte of interest. A second zone is a so-called
positive zone, and a third zone is the so-called negative zone.
However, Y 4 does not state that the zones are in a direction of
fluid flow, nor does it state that the positive zone contains
i mmobi lized anal yte of interest in solubilizible form M2, | 4.

Moorman § 10 descri bes an experinment on April 13, 1988
in detail. The experinment is also described at f 16 of Terrett’'s
declaration. MR21. Terrett’'s |aboratory notebook pages descri b-
ing the experinent are at MX-4. Page 2 of the notebook shows a
successful experinent of a test strip that has both positive and
negative controls. MX-4 at 2.

Juni or party Flanders argues, in reply, that the test
of April 13, 1988 cannot be considered a reduction to practice,
because there is no indication in the Moorman record that the
Strep A antigen added to the positive control zone as the anal yte
of interest is in solubilizible formas required by the count in
interference. Thus, we are called on to construe the term nol ogy
of the count.

The proper interpretation of a count is a question of

law. Credle v. Bond, 25 F.3d 1566, 1571, 30 USPQ2d 1911, 1915
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(Fed. Cir. 1994) (citing Davis v. Loesch, 998 F.2d 963, 967, 27
UsPQ2d 1440, 1444 (Fed. GCr. 1993)). The established standard of
count interpretation is that interference counts are to be given
the broadest interpretation which they wll reasonably support.
Mead v. McKirnan, 585 F.2d 504, 507, 199 USPQ 513, 515-16 (CCPA
1978). Terns in the count are to be given their ordinary and
accustoned neani ng. See Johnson Worl dw de Assocs. Inc. v. Zebco
Corp., 175 F.3d 985, 990, 50 USPQ2d 1607, 1610 (Fed. Cir. 1999)
(quoting Reni shaw PLC v. WMarposs Societa Per Azioni, 158 F.3d
1243, 1249, 48 USPQ@2d 1117, 1121 (Fed. Cr. 1998)). Resort to a
specification fromwhich a claimon which the count is based or
resort to extrinsic evidence is only appropriate or necessary
when an anmbiguity exists in the count. If an anbiguity is found,
resort may be had to the specification of the patent from which
the clainms originate to resolve the anbiguity. See In re Spina,
975 F.2d 854, 856, 24 USPQ2d 1142, 1144 (Fed. Cr. 1992).

Determ nation of the existence of an anbiguity requires consider-
ation of both the | anguage of the count and the reasonabl eness

of the argunents indicating the count has different nmeanings.
Kroekel v. Shah, 558 F.2d 29, 31-32, 194 USPQ 544, 546 (CCPA
1977). The mere fact that the parties ascribe different neanings

to a count or that the count is readable on nore than one enbodi -
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ment does not render the count anbi guous. See id. at 32, 194
USPQ at 547.

We do not find the term“solubilizible” to be at al
anbi guous, and thus we give it its ordinary and accustoned
meani ng. W construe the termas capable of entering a solution.
As such, the count requires the analyte in subparagraph iii) of
the count to be able to enter into solution when the liquid
sanmpl e contacts it. !

W agree with Fl anders that the Moorman record does not
expressly state that the Strep A antigen added to the positive

14

control is in solubilizible form Furthernore, if the Strep A

3 At oral hearing, Mornman advanced an interpretation that
“solubilizible” could nmean that the antigen was in solution when
it was applied to the test strip during manufacture and did not
require the ability to dissolve when contacted by the liquid
sanple. W are of the view that this construction of the subject
matter of the count is against the plain | anguage thereof. The
count requires the third zone of the absorptive material to
“contain[s]” a portion of the analyte in solubilizible form |If
the antigen is prereacted with the strep anti body when it is
pl aced as a dot thereon, it would not be contained in the absorp-
tive material in solubilizible form

“ We are in agreenent with the Mbornman argunent, found only
in the surreply, that MX3 does state that Ms. Terrett added the
strep antigen to the positive test zone on April 5, 1988.

However, it neither states where on the zone it was added, i.e.
upstream fromor on the antibody, nor whether it was contained in
the strip in solulizible form However, we do note that MX4 from
April 13, 1988 specifically states that the GAS-CHO was pl aced on
the |atex dot. MX4 does not indicate a change in experinental
procedure fromthe prior experinment of MX3. This leads us to
believe that it was nore likely than not that the GAS-CHO anti gen

(continued...)
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antigen added to the positive control is inherently solubiliz-

i ble, then Moorman has a duty of showing that this is the case,
for Moorman nust affirmatively prove that he reduced to practice
every elenment of the count for priority purposes. W nerely note
that Terrett states that the Strep A antigen is placed on the

| at ex dot'® which would inply prereaction rather than placing

the antigen upstreamin a flow direction therefrom Moreover,
Moorman, in arguing that not all of the Strep A antigen is
prereacted with the strep antibody in the positive control zone,
confirnms that Flanders’ theory of prereaction has nerit. |[If it
is indeed true that not all Strep A antigen is prereacted |eaving
sonme to solubilize, then it is incunbent on Moorman to so state
and prove on the record. This is part of Morman’s burden of

proof for his case-in-chief. This Morman has not done. '

(... continued)
was placed on the latex dot on April 5, 1988, also. In any
event, Mornman has the burden of show ng that all features of
the count were present on April 5, 1988, and MX3 does not affir-
matively confirmthat every feature of the count was reduced to
practice.

> The latex already contains the strep anti body.

' Moor man di scusses, but is not able to explain, MX15 which
clearly states, “[d]uring the inpregnation, antibody-I| atex
conjugate and anal yte diffuse and bind to each other to forma
speci fic anal yte-anti body-latex conplex in the positive zone.”
This is Morman's description of the invention in an invention
di sclosure, and it supports Flanders' argunent respecting no
proof of solulizible analyte in the positive test zone.
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We further agree with Fl anders that Mornman has not
laid out in his brief at the first paragraph of page 5 how any of
the all eged reductions to practice satisfy the requirenents of
the count. Instead, this panel is expected to dig through

7 For

Moorman’s record to establish Moorman’s priority case.
exanpl e, Moorman’s brief refers to a reduction to practice on
June 14 and references § 41 of Lisa Terrett’'s declaration at
MR23. However, f 41 is but one sentence long. It cannot possibly
expl ai n how MX- 18 establishes a reduction to practice. '® Like-

w se, note the alleged reductions to practice on June 23, July 1,

July 28, August 19, September 21, and Novenber 4. The all eged

" Concl usi ons of fact and | aw nade without appropriate
citation to the record or citation of authority wll be taken as
nere attorney argunent. Cf. Ex parte MCul | ough, 7 USPQd 1889,
1892 (Bd. Pat. App. & Int. 1988); Ex parte Meyer, 6 USPQ2d 1966,
1968-69 (Bd. Pat. App. & Int. 1988); In re Mehta, 347 F.2d 859,
866, 146 USPQ 284, 289-90 (CCPA 1965).

® The significance of docunentary and ot her exhibits nust
be discussed with particularity by a witness during oral deposi-
tion or in an affidavit. See Notice of Final Rule, 49 Fed. Reg.
48416, 48428 (Dec. 12, 1984), reprinted in 1050 O f. Gaz. Pat.
O fice 385, 397 (Jan. 29, 1985); Popoff v. O chin, 144 USPQ 762
(Bd. Pat. Int. 1963) (unexplained experinental data should not be
consi dered); Chandler v. Mck, 150 F.2d 563, 66 USPQ 209 ( CCPA
1945) (records standing alone were held to be neani ngl ess); and
Smith v. Bousquet, 111 F.2d 157, 45 USPQ 347 (CCPA 1940) (unex-
pl ai ned tests in stipulated testinony are entitled to little
wei ght). See also In re Borkowski, 505 F.2d 713, 184 USPQ 29
(CCPA 1974) and Triplett v. Steinmayer, 129 F.2d 869, 54 USPQ 409
(CCPA 1942).

9 Actually, the alleged reductions to practice on these
(continued...)
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reduction to practice on Cctober 7 is described in tw sentences.
Simlarly, it does not establish a reduction to practice of al
el enents of the interference count. These are all Morman’s
al l eged reductions to practice fromhis brief. Finally, the
failure of Flanders to cross-exam ne does not relieve Morman of
his burden of proving priority. Ganguly v. Sunagawa, 5 USPQRd
1970, 1973 (Bd. Pat. App. & Int. 1987).

Moorman’ s al |l eged reduction to practice of April 13,
1988 is the only Morman al |l eged reduction to practice descri bed
in any detail. Flanders has correctly pointed out that Mbornman
does not affirmatively state or prove that the Strep A anti gen,
the analyte of interest, in the positive control zone, is in
solubilizible formas required by the interference count. All
ot hers of Mborman’s all eged reductions to practice are sinply not
di scussed with any particularity whatsoever. Gven the situation
outlined above, we are unable to credit Moorman with a reduction
to practice at any tinme prior to his constructive reduction to

practice at his filing date of Septenber 3, 1992.

9. ..continued)
dates are discussed in greater detail in the Flanders reply brief
than in Moorman's brief. Flanders’ reply al so di scusses at 10-14
various allegations in Moorman’s statenment of facts that Morman
hi nrsel f does not rely on for reduction to practice in the body of
his brief.
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Fl anders’ Motion for Inventorship Change under 37 CFR § 1.634
Moor man does not oppose Fl anders' request for a change
of inventorship in his brief. Flanders has provi ded evi dence the
m sj oi nder was w t hout deceptive intent. Accordingly, the notion
under 37 CFR 8 1.634 is GRANTED. The interference wll be
redeclared with the junior party inventors corrected as per

FI anders’ noti on.

Concl usi on

We have first considered the Concept S prior art and
found it to be non-enabling. Accordingly, it does not render any
of either party's clains unpatentable.

Wth respect to priority, we have accorded Fl anders,
the junior party, a date of reduction to practice as of
Decenber 22, 1988. This antedates the senior party’'s filing
date. Wien we considered the senior party’'s priority case, we
were unable to credit the senior party with a reduction to
practice earlier than that filing date of Septenber 3, 1992.
Fl anders has won the priority contest. Therefore, we will enter

j udgnent herei nbelow in favor of Flanders, the junior party.
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Judgnent

The interference is being redeclared in a separate paper.
Judgnent in Interference No. 103,891 is entered in favor of
Richard T. Flanders and Vincent A Varitek, the junior party.
Richard T. Flanders and Vincent A Varitek are entitled to their
application clains 1-13, which clains correspond to the count
ininterference. Judgnent is entered against David R Moor man,
David J. Ledden, David D. Wbster, and Brian Heal d, the senior
party. David R Myornman, David J. Ledden, David D. Wbster, and
Brian Heald, are not entitled to their patent clainms 1-30, which

clainms correspond to the count in interference.

IAN A. CALVERT
Administrative Patent Judge
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